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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth 
in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 
09/18/2006 has been entered. 

Response to Amendment 

2. Applicant's amendment was received on 09/18/2006, and has been entered and 
made of record. Currently, claims 2-4 and 6-10 are pending and claims and 13-14 are 
allowed. 

Response to Arguments 

3. Applicant's arguments have been fully considered but they are not persuasive. 

4. With respect to independent claims 2, 4, 6-10 and dependent claim 3, the applicant 
argues that the newly amended claimed features are not met by the 35 U.S.C. 102(e) 
rejection of Gase (US 6,184,996). The applicant is reminded that according to chapter 
2100 of the MPEP (2111 [R-1]), Claim Interpretation; Claims must be given their 
broadest reasonable interpretation. 

5. The applicant asserts that: (I) Gase does not teach the claimed feature of the printer 
directing the peripheral device to capture data, (ii) after receiving the data, the printer 
performs printing. The examiner notes to the applicant that argued feature (iii) is not a 
claimed feature, and is therefore not addressing this argument as such. Regarding this 
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issue, the examiner suggests that the applicant amend the claims to contain the argued 
features, if they view them to read over the Gase reference. 

Examiners Response: The examiner notes the claim language as amended, which the 
applicant argues, in regards to item (i), "the printer, upon receiving the new print 
request, directs the peripheral device to capture the data". Gase discloses a Browser 
Procedure (col 3, lines 16-36), wherein a client processor (Computers 10 and 12 of Fig 
1) submits a print request (URL designating print job) to the printer (Printer 14 or Fig 1). 
The URL is then listed in the printer's print queue. Further, the examiner notes that the 
URL may designate a print job residing on a client, which is not the originating client 
(peripheral device). When the URL (print request) is reached in the queue, the printer 
causes the browser to transmit a request to the client processor where the URL is 
located (notably other than the originating device). The client then responds to the 
request by transmitting the print job to the printer (col 3, lines 16-36). The examiner 
interprets the process of the peripheral (client device other that the originating client 
device where data is stored) accessing data from its own memory for transfer to the 
printer, to be equivalent to capturing data. The examiner also views this data capture to 
be directed by the printer. The examiner again notes that several of the other features 
the applicant argues are not specifically stated in the claim language (they cannot be 
inferred, the examiner must take the broadest reasonable interpretation of the claim 
language). If the applicant wishes the examiner to consider these other features they 
need to be part of the claimed invention (i.e. ordering of data capturing (before, after, 
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simultaneously) data in relation to other claimed features and the location where data is 
captured from). 

The examiner notes the claim language as amended, which the applicant argues, 
in regards to item (ii) wherein the printer, upon receiving the new print request, directs 
the peripheral device to capture the data, and wherein the peripheral device sends the 
data captured in response to the request from the printer , to the printer for printing. 

The applicant argues that "the data is not captured prior to the printer request, 
but rather, the data is captured afterwards". 

Examiner's Response: The examiner has interpreted the process of the peripheral 
(client device other that the originating client device where data is stored) accessing 
data from its own memory for transfer to the printer, to be equivalent to capturing data. 
The examiner also views this data capture to be directed by the printer. Therefore, the 
data is not captured prior to the printer request, but rather it is captured aftenA/ards. The 
examiner notes to the applicant that the word capture can be broadly interpreted, and 
therefore suggest that they rephrase their claims to specify the features they argue as 
not being met by Gase. 

Claim Objections 

6. Claim 2 is objected to because of the following informalities: The printer is said to 
comprise: a program '^A/herein according the program, the processor (the printer's 
processor): receives from a client computer a new print request.. and the printer's 
processor later in the claim "sends the new print request to the printer". The examiner 
notes this is not possible. The printer already has received the print request originating 
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from the client. How or why would the printer then send the print request to itself? There 
is only one printer ("the printer") claimed. The examiner views this to be an error and 
recommends that the applicant remove the claimed feature of the printer processor 
sending the new print request to the printer. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 2-4, are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Specifically, the examiner notes that applicant refers to "the 
printer" and "a printer'' in the claim language as if it were a second printer, when the 
applicant hasn't specifically claimed a "second printer". If the applicant has not intended 
for these terms to infer a second printer, then the claims need to be rewritten to 
distinctly claim the applicant's invention. If the applicant has intended for these terms to 
refer to a second printer, then there is insufficient antecedent basis for this limitation in 
the claim, as a second printer has not specifically been claimed. The examiner notes 
that claims 13 and 14, do claim a first and second printer and therefore suggests that 
the applicant follow this format in claiming their invention. 

Claim Rejections - 35 USC § 101 

9. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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10. Claim 7 is rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

1 1 . Regarding claim 7, the phrase "a program product" does not explicitly identify a 
physical "thing". Programs are neither computer components nor statutory processes, 
as they are not "acts" being performed. Therefore, the examiner recommends that claim 
7 be withdrawn or that the phrase, "a program product" be changed to "a computer- 
readable medium comprising a program product". These revisions are necessary for the 
claims to be considered. 

Claim Rejections - 35 USC § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b). by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

13. Claims 2-4 and 6-10 rejected under 35 U.S.C. 102(e) as being anticipated by Gase 
(US 6,184,996). 

14. See the Non-Final office action dated 12/12/2005, by Primary Examiner Mark E. 
Wallerson. The examiner notes that the amended features to independent claims 2, 4 
and 6-10, are all similar in content and covered by the Gase reference. See the 
Response to arguments section above. 

Conclusion 
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Any inquiry concerning this communication or earlier communications from tine 
examiner shiould be directed to Scott A. Schlacl< wliose telephone number is (571)272- 
7954. The examiner can normally be reached on 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly A. Williams can be reached on (571)272-7471 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Scott A. Schlack 
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